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DETAILED ACTION 
Claim Objections 

1 . Claims 1 9-22 objected to because of the following informalities: 

2. Claims 19-22 recites "anyone" at line 2, which should be replace with "any one". 

Claim Rejections - 35 USC §112 

3. The following Is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification slnall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 19-22 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claims 19-22 recite "or the like" at line 3, which render the claims indefinite 
because the claims include element not actually disclosed, thereby rendering the scope 
of the claims unascertainable. See MPEP § 2173.05(d). 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 15-32, 35, 37 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The claims fail to place the invention squarely within one statutory class of 
invention. On page 8 , line 20 of the instant specification, applicant has provided 
evidence that applicant intends the "medium" to include signals. As such, the claim is 
drawn to a form of energy. Energy is not one of the four categories of invention and 
therefore this claim(s) is/are not statutory. Energy is not a series of steps or acts and 
thus is not a process. Energy is not a physical article or object and as such is not a 
machine or manufacture. Energy is not a combination of substances and therefor not a 
composition of matter. 

The claims therefore lack the necessary physical articles or objects to constitute 
a machine or a manufacture within the meaning of 35 (JSC 101 . They are clearly not a 
series of steps or acts to be a process nor are they a combination of chemical 
compounds to be a composition of matter. As such, they fail to fall within a statutory 
category. 

Further, Claim 15 is directed to a document stored on a medium, the claims 
appear to be Nonfunctional descriptive material. Merely claiming nonfunctional 
descriptive material, i.e., abstract ideas, stored on a computer-readable medium, in a 
computer, or on an electromagnetic carrier signal, does not make it statutory. See 
Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that the claims for an algorithm in 
Benson were unpatentable as abstract ideas because "[t]he sole practical application of 



Application/Control Number: 1 0/571 ,075 Page 4 

Art Unit: 2166 

the algorithm was in connection with the programming of a general purpose 

computer."). 

Claim 32 lacks the necessary physical articles or objects to constitute a machine 
or a manufacture within the meaning of 35 USC 101 . They are clearly not a series of 
steps or acts to be a process nor are they a combination of chemical compounds to be 
a composition of matter. As such, they fail to fall within a statutory category. They are, at 
best, functional descriptive material perse. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described In (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an International application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed In the United States 
only If the International application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 



8. Claims 15-38 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Lapstun et al. (US 7,623,713 B2), hereinafter "Lapstun". 



As per claim 15, Lapstun teaches a computer program product for generating an 
electronic document comprising: 
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• "a computer usable medium liaving computer usable program code embodied 
therewith, the computer usable program code comprising: computer usable program 
code configured to defined the electronic document" at Col. 7 lines 20-30; 

• "in which the computer usable program code comprises first and second portions of 
data" at Col. 7 lines 20-53; 

• "in which the first portion of data defines the content of the electronic document" at 
Col. 7 lines 20-25; 

• "and the second portion comprises data relating to a pattern of position identification 
marking such that when the electronic document is printed, a pattern reading device 
is able to determined its position relative to position identification marking" at Col. 9 
line 60 to Col. 10 line 13; 

• "in which the computer usable program code comprises a single data file with the 
first and second data portions being embedded within the data file" at Col. 14 lines 
11-67. 

As per claim 16, Lapstun teaches the computer program product of claim 15 
which is written such that the computer usable program code can be converted from 
one format to other formats without losing any of the information from the electronic 
document" at Col. 31 lines 25-50. 

As per claim 17, Lapstun teaches the computer program product of claim 15, in 
which "the second portion of data comprises metadata and in which the computer 
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useable program code includes one or more controls which control the way in which the 
second portion of data is converted between formats to preserve the pattern" at Col. 11 
lines 20-65 and Col. 31 lines 25-50. 

As per claim 18, Lapstun teaches the computer program product of claim 16, in 
which the second portion of data comprises metadata and in which the computer usable 
program code includes one or more controls which control the way in which the second 
portion of data Is converted between formats to preserved the pattern" at Col. 1 1 lines 
20-65 and Col. 31 lines 25-50. 

As per claim 19, Lapstun teaches the computer program product of claim 15, in 
which the data In the second portion comprises anyone or more of the following: 
data from which an algorithm or the like can generate the pattern; co-ordinates or other 
metadata Identifying the portion of the position identification marking" at Col. 12 lines 
10-65. 

As per claim 20, Lapstun teaches the computer product of claim 16, in which 
"the data in the second portion comprises anyone or more of the following: data from 
which an algorithm or the like can generate the pattern; co-ordinates or other metadata 
Identifying the portion of the position identification marking" at Col. 12 lines 10-65. 

As per claim 21, Lapstun teaches the computer program product of claim 17, In 
which "the data in the second portion comprises anyone or more of the following: data 
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from which an algorithm or the lil^e can generate the pattern; co-ordinates or other 
metadata identifying the portion of the position identification marl<ing" at Col. 12 lines 
10-65. 

As per claim 22, Lapstun teaches the computer program product of claim 18, in 
which "the data in the second portion comprises anyone or more of the following: 
data from which an algorithm or the like can generate the pattern; co-ordinates or other 
metadata identifying the portion of the position identification marking"at Col. 12 lines 10- 
65. 

As per claim 23, Lapstun teaches the computer program product of claim 15, in 
which "the at least one portion providing the position of the position identification 
markings within the electronic document and/or data identifying the content of the 
position identification marking in the electronic document is provided in XML" at Col. 30 
lines 5-40. 

As per claim 24, Lapstun teaches the program product of claim 16 in which "the 
at least one portion providing the position of the position identification markings within 
the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 

As per claim 25, Lapstun teaches the program product of claim 17 in which "the 
at least one portion providing the position of the position identification markings within 
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the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 

As per claim 26, Lapstun teaches the program product of claim 18 in which "the 
at least one portion providing the position of the position identification markings within 
the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 

As per claim 27, Lapstun teaches the program product of claim 19 in which "the 
at least one portion providing the position of the position identification markings within 
the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 

As per claim 28, Lapstun teaches the program product of claim 20 in which "the 
at least one portion providing the position of the position identification markings within 
the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 

As per claim 29, Lapstun teaches the program product of claim 21 in which "the 
at least one portion providing the position of the position identification markings within 
the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 
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As per claim 30, Lapstun teaches the program product of claim 22 in which "the 
at least one portion providing the position of the position identification markings within 
the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 

As per claim 31, Lapstun teaches the program product of claim 15 in which "a 
schema is provided" at Col. 30 lines 5-40. 

As per claim 32, Lapstun teaches a system for producing electronic documents 
comprising: 

• "mean for receiving the content of the electronic document" at Col. 9 lines 45-55 
and Figs. 1, 25-26; 

• "means for receiving data defining a pattern of positional markings allocated to at 
least a portion of the document" at Col. 9 line 66 to Col. 10 line 13; 

• "means for generating data structure defining the electronic document which data 
structure comprises first and second portion of data, the first portion of data 
defining the content and the second portion of data relating to the pattern" at 
Col. 14 lines 10-67 and Figs. 1, 25-26. 

As per claim 33, Lapstun teaches a method for generating an electronic 
document comprising: 
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• "creating an electronic file and storing in that file data and metadata, the data 
defining at least some content" at Col. 9 lines 45-55 and Figs. 1 , 25-26; 

• "and the metadata relating to a pattern of position identification markings arranged to 
allow a pattern reading device to determined its position within the position 
identification markings" at Col. 9 line 66 to Col. 10 line 13, 

• "the electronic file capable of generating an electronic document" at Col. 14 lines 1 0- 
67 and Figs. 1, 25-26. 

As per claim 34, Lapstun teaches the method of claim 33, in which "a file 
embedding mechanism is used to embed metadata within the electronic document" at 
Col. 11 lines 20-65. 

As per claim 35, Lapstun teaches the computer program product of claim 15, in 
which "the pattern reading device is a digital pen" at Col. 12 lines 12-22. 

As per claim 36, Lapstun teaches the method of claim 33, in which "the pattern 
reading device is a digital pen" at Col. 12 lines 12-22. 

As per claim 37, Lapstun teaches the computer program product of claim 31 , in 
which "the schema is an XML schema" at Col. 30 lines 5-12. 
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As per claim 38, Lapstun teaches the method of claim 34, in which "the 
metadata is XML metadata" at Col. 30 lines 5-12. 



Response to Arguments 

9. Applicant's arguments with respect to claims 15-37 have been considered but 
are moot in view of the new ground(s) of rejection. 

In view of applicant's amendments, the double patenting rejection over pending 
application 10/571,076 has been withdrawn. 

In view of applicant's amendments, the 35 USC 112 1®' paragraph rejection has 
been withdrawn. 

Regarding the 101 rejection to claim 15, Applicant argued that "claim 15 is now 
directed to an article of manufacture, namely, a computer program product" and 
therefore is statutory. However, claim 15, as amended, recites the computer program 
product comprising "a computer readable medium". On page 8 , line 20 of the instant 
specification, applicant has provided evidence that applicant intends the "medium" to 
include signals. 

As such, the claim is drawn to a form of energy. Energy is not one of the four 
categories of invention and therefore this claim(s) is/are not statutory. Energy is not a 
series of steps or acts and thus is not a process. Energy is not a physical article or 
object and as such is not a machine or manufacture. Energy is not a combination of 
substances and therefor not a composition of matter. 
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The claims tlierefore \ack the necessary physical articles or objects to constitute 
a machine or a manufacture within the meaning of 35 USC 101 . They are clearly not a 
series of steps or acts to be a process nor are they a combination of chemical 
compounds to be a composition of matter. As such, they fail to fall within a statutory 
category. 

Similarly, claim 32 recites "a system". However, the claim lacks the necessary 
physical articles or objects to constitute a machine or a manufacture within the meaning 
of 35 USC 101 . They are clearly not a series of steps or acts to be a process nor are 
they a combination of chemical compounds to be a composition of matter. As such, they 
fail to fall within a statutory category. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references applied to the claims above for the convenience of the applicant. Although 
the specified citations are representative of the teachings of the art and are applied to 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant in preparing responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the Examiner. 
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In the case of amending tine Claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

The prior art made of record, listed on form PTO-892, and not relied upon, if any, 
is considered pertinent to applicant's disclosure. 

If a reference indicated as being mailed on PTO-FORM 892 has not been 
enclosed in this action, please contact Lisa Craney whose telephone number is (571) 
272-3574 for faster service. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khanh B. Pham whose telephone number is (571) 272- 
4116. The examiner can normally be reached on Monday through Friday 7:30am to 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on (571 ) 272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Khanh B. Pham/ 
Primary Examiner 
Art Unit 2166 

December 14, 2009 



